From: 


2.9.85 


Dr. Hans Karl Hach 

Patent Lawyer and European Patent Attorney, 

Tarunstrasse 23, Waldstadt, 

6950 Mosbach 

To: Fabriques de Tabac Re'unies SA, 

Quai Jeanrenaud 3 
CH-2003 Neuchatel 

For the attention of Mr. J. Mandiratta 

Official.reference: 32 W (pat) 93/84 

Federal German patent application P 28 58 154.6-23 
Divisional application to p 28 49 904.9. My ref: P28 250, P&M File 70 
Date of application: 17.11.78. Priority date 18.11.77 
Applicant: Philip Morris Inc., New York 

Heading: Kanaltipping Div. 

My ref: P 28 281 


Dear Mr. Mandiratta, 

On 30 August 1985 the hearing in this matter took place before 
the Federal Patent Court in your presence. The hearing was 
also attended for part of the time by Mr. HetzeT and by Mr. 
Kinkeldey, patent lawyer, representing Brown' & Williamson 
in German patent matter 30 11 959. 

At the hearing the Court showed itself exceptionally well 
prepared and very familiar with the details. This is cert¬ 
ainly attributable to the connection which we established 
between this application and the B & W application 30 11 
959 which has been challenged by us, and also to the instruc¬ 
tive demonstration which took place in your office in Munich 
at the instance of the Court. 


In the final analysis our aim is to achieve the eradication 
of patent application 30 11 959. In our opinion we have 
the better arguments for this purpose, therefore it is in 
our interest for the Court to approach the matter seriously, 
as it did. 
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At the hearing I tried first of all to safeguard the disclosure 
because, once it has been confirmed, publication of the 

disclosure acquires great weight against the application 
30 11 959 which we are opposing. 

First of all the judge raised a formal objection to the divis¬ 
ional application, but withdrew this criticism after the 
hearing when I expressly enquired about it. The fact is 
that the divisional application was made correctly. The 
Patent Office made an administrative mistake, but it did 
not affect us adversely. 

I had difficulty in persuading the President to discuss the 
disclosure. He wanted to discuss the inventive merit first 
of all because, if there is no inventive merit, the question 
of disclosure is disposed of from his viewpoint. Finally, 
however, I was able to induce him, by means of many references 
to-the simultaneous action 30 11 959, to discuss the disclosure. 
He stated his objections and I have taken them into account 
by corrections in the wording of the claim. (see Annexe 
1) 

In ANNEXE 1 I’ did not take into account one of the President's 
objections to disclosure because I do not consider it just¬ 
ified. This concerns the word sequence: "...cylindrical 
filter piece adjacent to the tobacco strand of the cigarette 
and extending over the entire length of the mouthpiece...". 
This is not actually shown in figure 7 of the original docu¬ 
ments, but it is shown in the original documents of Offen- 
legungsschrift (laid-open specification) 28 49 904, page 

7, paragraph 3. There, however, reference is made only to 
figures 1, 2 and 3, and not to figure 7. In the description 
to figures 6 and 7 the item defined ,is used for the plug 
13 and also the same reference number for the plug 13. Further¬ 
more these characteristics correspond with the drawings. 
Therefore I am of the opinion that the disclosure is safe¬ 
guarded to this extent. The President left this open, but 
complained that it was not properly stated in the description 
to 28 49 904. (This description was not drafted by my office). 
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After that there was no further discussion of the disclosure 
and, as the President informed me following the hearing, 
it was not relevant to the decision. (This was an important 
pre-condition for my allowing the matter to come to a decision 
at all, as we agreed, otherwise I would have had to withdraw 
the application before the Court could give a decision.) 

Then the state of the art from the examination procedure 
was discussed, particularly DE-AS 1 657 261 and DE-AS 1 936 
429. In addition, when the President enquired about the 
state of the art which was the basis for the generic part 
of the patent, I brought up DE-AS 2 107 850. (It is most 

remarkable that the Court had this patent specification immed¬ 
iately available although it was not cited at all in this 

file. From this I conclude that the Court is dealing .with 
both files together, i.e. this one and file 30 11 959, because 

this patent specification is in file 30 11 959. Of course, if they 

are being handled together in this way, this meets our wishes.) 

The President quoted extracts from the two Auslegeschriften 
(published, specifications) first mentioned above and concluded 

from them that the application was suggested by each of them 
individually. The only remaining difference, he said, was 
that the closure of the ventilation channel at the tobacco- 
side end of the filter in 1 657 261 was carried out by the 
element 31 which was stuck on, whereas by contrast in the 
subject of the application it was done, according to the 
generic part of the patent, by the grooves not reaching as 
far as the tobacco-side end. 

I did not interrupt the President in the course of his state¬ 
ment and raised no objections either, because then I would 
have had to argue to support the inventive merit and this 
argument would also have been in favour of 30 11 959. How¬ 
ever, this was neither intended nor desired and therefore 
I mainly listened in silence to these statements by the Pres¬ 
ident and was pleased to hear them. 

As expected, after a consultation lasting about three-quarters 

of an hour, the judgement was announced dismissing the appli- 
^, , therefore _ 

cant's appeal and / refusing the grant of a patent. 
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The grounds of the judgement will be set out in writing, 
from experience I receive the written grounds of judgements 
in two to three months. (This lasts so long because the 

reporter, Mrs. Otto, must first of all draft the grounds. 
Then all the judges have to agree with them and each must 
sign. This takes some time because the judges are often 
away. ) 

Following delivery of the judgement I asked the President, 
as I mentioned above, and learnt that the divisional applic¬ 
ation was, so far as I am concerned, correctly made and there¬ 
fore the decision was materially justified. This means that 
formal matters, such as the question of disclosure, played 
no part or, in other words, the disclosure was not questioned. 

In the grounds of the judgement the Court must deal with 
the state of the art. In this connection the President's 

statements from the hearing will presumably be repeated and 
THESE WILL BE THE ARGUMENTS WE WANT FOR OPPOSING 30 11 959 
STRAIGHT FROM A SENATE OF THE FEDERAL PATENT COURT, POSSIBLY 
EVEN THE SENATE WHICH ALSO HAS TO GIVE A DECISION IN ACTION 

30 11 959. THIS WILL ALSO DISPOSE OF THE STATEMENTS IN THE 
APPLICANT'S APPEAL RELATING TO 30 11 959, WHICH ARE SO UN¬ 
FAVOURABLE FOR US. 

I think we have achieved the best possible result in this 
action which we could have hoped for. 

This was also mentioned by my colleague, Mr. Kinkeldey, a 
patent lawyer, with whom I had a casual conversation during 
the break in the hearing. From what he said it appeared 

that he certainly realised the importance of the situation 
which we had brought about by this divisional application 

for the patent application 30 11 959 which he represents. 

This is also the reason why he attended the hearing and, 
as he told me, why he has not yet sent the overdue grounds 
of his appeal in P 30 11 959 (for which we are of course 
waiting and for which I have inspected the file several times). 
He told me that most of it is ready but he wanted to wait 
for this hearing. During the hearing Mr. Kinkeldey made 
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a lot of notes. But he may also await the written grounds 
of the judgement. (He can obtain them by inspecting the 
file). I could speed this up by sending him a copy, without 
comment, when the written grounds are received here. Then 
he will have them a few weeks earlier because he cannot inspect 
the file every day of course. I would also like to send 
Mr. Kinkeldey the amended wording of the claim as filed, 

so that he does not have to keep inspecting the file, thereby 
delaying dealing with the grounds of the appeal. If you 

agree to this, please let me know. 

After the hearing, I have been considering how I would defend 
30 11 959 as the Court took such a negative view regarding 
the inventive merit. The only remaining difference is rea-lly 
the filter paper, which is of course thin, instead of the 

so-called plug in the divisional application. The term 'plug' 
is not mine, I had to adopt it literally, together with other 
rather unsuitable expressions, from the original German docu¬ 
ments of application 28 49 904, which I did not draft. This 
also applies to all the other German-language terms in the 

divisional application which are not in accordance with normal 
technical usage. In this respect I am bound by the wording 
chosen by the draftsman of the original German-language appli¬ 
cation. Incidentally, my colleague Kinkeldey also has the 
same problem. The original German-language wording of 30 
11 959 is disastrous, certain decisive passages are even 
incomprehensible. 

Of course, this is to our advantage and creates problems 
for B & W in drawing up a limited claim relating to the diff¬ 
erence described above. It remains to be seen how my colleague 
Kinkeldey will deal with this. We shall have to examine 

carefully the original disclosure from 30 11 959 in this 
respect. I can safely rely on the strict criteria regarding 
disclosure which the President applied to our application 
at this hearing. 

As the divisional application in the Federal Republic has 
now taken the course we wanted, you, dear Mr. Mandiratta, 
can perhaps draw the attention of the responsible gentlemen . 
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in the USA to this and persuade them that it is sensible 
to approve the corresponding measures which we have already 
prepared in Switzerland. 

I would like to inform the other opponents of P 30 11 959 
of this matter and also send them the grounds of the appeal 
so that they can use it for their submissions and do not 
need to inspect the files, thus holding up the proceedings. 
Do you agree to this? 

Yours etc. 


Enclosure: 

1) Claim application produced at the hearing 
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Patent claims 

1. Cigarette filter mouthpiece with a cylindrical filter 
piece adjacent to the tobacco strand of the cigarette, ex¬ 
tending over the entire length of the mouthpiece and enclosed 
by a ring-shaped plug which has several longitudinal grooves 
distributed over its surface and these end at a distance 
from the tobacco-side end and are open at the mouth-side 
end, and with a paper which is impervious to air and which 
is inserted into the filter piece together with the plug, 
which in the.region of the longitudinal grooves at a distance 
from the mouth-side end has perforations whereby the longi¬ 
tudinal grooves are connected with the atmosphere, charac¬ 
terised. by the fact that the plug (13) consists of material 
which is impermeable to smoke and closes off the longitudinal 
grooves (25...) from the filter piece (12). 

2. Mouthpiece in accordance with claim 1, characterised 
by the fact that the filter piece (12) has a smaller cross 

section than the tobacco strand. (10). 


3. Mouthpiece in accordance with claim 2, characterised 
by the fact that the cross section of the filter piece (12) 
is smaller than that of the tobacco strand (10) to the extent 
of the plug (13) including the longitudinal grooves (25...) 


4. Mouthpiece in accordance with claim 1, 2 or 3, character¬ 
ised by the fact that the distance of the perforations (24, 
28...) from the mouth-side filter end (14) is between 9 and 
20 mm (millimetres). 


Source: https://www.industrydocuments.ucsf.edu/docs/gqdb0003 


6£09fi0S20Z 







